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DETAILED ACTION 

Terminal Disclaimer 

1 . The terminal disclaimer filed on November 1 8, 2005 disclaiming the terminal 
portion of any patent granted on this application which would extend beyond the 
expiration date of U.S. Patent No. 6673409 and Application serial No. 1 1/021560 have 
been reviewed and is accepted. The terminal disclaimer have been recorded. 

Rejections Withdrawn 

2. Claims 98-99 are rejected under 35 U.S.C. 102(b) as being anticipated by Idland 
(4749222) in the last Office Action of September 23, 2005 has been withdrawn in view 
of the amendment and newly discovered prior art. 

Indicated Allowability Withdrawn 

3. Claims 49-60, 65-673, 78-85 and 100-108 indicated as being allowable in the last 
Office Action have been withdrawn in view of the newly discovered prior art. 

Response to Arguments 

4. Applicant's arguments with respect to claims 49-60, 65-673, 78-85 and 100-108 
have been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 
2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 
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3. Claims 49-51, 53-60, 65-67, 98-99,101-103 and 105-108 are rejected under 35 
U.S.C. 102(b) as being anticipated by Peck (5899010). 

Peck relates to a frictional holding device (12) comprising a pad having a bottom 
surface and a top surface, the top having a contoured surface over the majority of the 
top and includes a plurality of protrusions or indentations (figure-4, #24 or #25). The 
bottom surface is smoother than the top surface (figure-5). The pad is bendable or 
flexible (abstract). Figurr-1 shows the presence of indicia (10) on the top surface. 
The surface between the protrusions are taken to be the flat section (claim 54). The pad 
can be of polyurethane, vinyl material, etc. (col. 3, lines 53-58). Said materials are 
known to be inherently translucent. The indentation shown in figure-4 is interpreted to 
be indicia on the bottom surface and said indicia are visible through the translucent 
pad. 

The intended use phrases such as "to be disposed", "to removable receive", "to 
contact", "to conform", etc. have not been given any patentable weight because said 
phrases are not deemed to be of positive limitations. 

Claims 59-60, 103, as stated, have not been given any patentable weight because the 
claimed elements are directed to an intended future use of the holding device. 

Claim Rejections - 35 (JSC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 52 are rejected under 35 U.S.C. 103(a) as being unpatentable over Peck 
in view of Hendershot (4862944). 

Peck, as discussed above, fails to teach that the bottom surface of the pad is tacky. 
Hendershot discloses a sunshield of static cling material that has a tacky bottom surface 
(20) as shown in figures 2 and 4. therefore, it would have been obvious to one having 
ordinary skill in the ar t to utilize Hendershot's teaching of using a tacky bottom surface 
for the static cling pad in the invention of Peck with the motivation to provide for 
enhanced adherence of the pad to a surface such as a wall as shown in Peck, figure-6. 

6. Claims 68-73 and 78-85 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Timpson (6640477) in view of Peck. 

Timpson relates to a method for releasably securing a banner on a vehicle surface 
comprising placing the frictional banner on a vehicle surface (abstract and col. 5, lines 
1 5-1 7). However, Timpson fails to teach the placing of an item on the banner surface. 
Peck, as discussed above, teaches the advantage of placing indicia items on the 
banner surface to display information thereon. Therefore, it would have been obvious to 
one having ordinary skill in the art to utilizre Peck's teaching of using indicia or item on 
the banner surface in the invention of Timpson with the motivation to provide display of 
information. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nasser Ahmad whose telephone number is 571-272- 



Application/Control Number: 10/684,008 



Page 5 



Art Unit: 1772 

1487. The examiner can normally be reached on 7:30 AM to 5:00 PM, and on alternate 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on 571-272-1498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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N. Ahmad. 
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